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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-6, drawn to an electrolyte membrane, classified in class 521, 
subclass 27. 

II. Claims 7-9, drawn to a fuel cell, classified in class 429, subclass 3. 

III. Claims 10-12, drawn to methods of making an electrolyte membrane, 
classified in class 521, subclass 27. 

IV. Claims 13-16, drawn to a method of suppressing reactant crossover in a 
fuel cell, classified in class 429, subclass 13. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product, and the species are 
patentably distinct (MPEP § 806.05(j)). In the instant case, the intermediate product is 
deemed to be useful as a membrane in a sensor, electrolyzer, or a stand-alone sheet 
etc. and the inventions are deemed patentably distinct because there is nothing on this 
record to show them to be obvious variants. Inventions I and III are related as process 
of making and product made. The inventions are distinct if either or both of the 
following can be shown: (1) that the process as claimed can be used to make another 
and materially different product or (2) that the product as claimed can be made by 
another and materially different process (MPEP § 806.05(f)). In the instant case the 
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product can be made by other processes such as mixing the proton conducting polymer 
in a fibrous bed which is not in a sheet form; molding or sintering the glass material, etc. 
Inventions I and IV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1 ) the process for 
using the product as claimed can be practiced with another materially different product 
or (2) the product as claimed can be used in a materially different process of using that 
product. See MPEP § 806.05(h). In the instant case the membrane of Group I can be 
used in other systems such as sensors, electrolyzers or in fuel cell operations which do 
not address crossover as recited in the process of Group IV. Inventions III and IV are 
related as process of making and process of using the product. The use as claimed 
may be practiced with a materially different product. Since the product is not allowable, 
restriction is proper between said method of making and method of using. Inventions IV 
and II are related as process and apparatus for its practice. The inventions are distinct 
if it can be shown that either: (1) the process as claimed can be practiced by another 
and materially different apparatus or by hand, or (2) the apparatus as claimed can be 
used to practice other materially different processes such as ones which do not address 
methanol crossover or in fuel cells using a hydrogen source other than methanol such 
as methane. (MPEP § 806.05(e)). Inventions II and III are related as process of 
making and an apparatus of using the product. The use as claimed can be practiced 
with a materially different product. Since the product is not allowable, restriction is 
proper between said method of making and method of using. 
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3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. Because 
these inventions are independent or distinct for the reasons given above and the 
inventions require a different field of search (see MPEP § 808.02), restriction for 
examination purposes as indicated is proper. Because these inventions are 
independent or distinct for the reasons given above and have acquired a separate 
status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with Ms. Julie Lake (Julie Seaman) on May 10, 
2006 a provisional election was made with traverse to prosecute the invention of Group 
I, claims 1-6. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 7-16 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Petition for Corrected Inventorship 

6. The petition for corrected inventorship received November 25, 2003 has been 
entered. Note that the Application number listed on page 2 of each petition is in err as it 
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refers to a different application number than that of the instant application. Clarification 
is requested. 

Priority 

7. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

8. The information disclosure statement filed June 29, 2004 has been placed in the 
application file and the information referred to therein has been considered as to the 
merits. Foreign citations 12, 13, 14, and 21 have not been considered since there are 
no copies of these references in the PTO application file. It is noted that the identified 
serial number on this IDS does not match the instant application. Applicant is advised 
to clarify whether the IDS is in fact intended for review in the instant application or if it 
should be matched to the corresponding U.S. Patent Application Serial No. identified on 
the form PTO-1449. The listing of references in the specification is not a proper 
information disclosure statement. 37 CFR 1 .98(b) requires a list of all patents, 
publications, or other information submitted for consideration by the Office, and MPEP 
§ 609.04(a) states, "the list may not be incorporated into the specification but must be 
submitted in a separate paper." Therefore, unless the references have been cited by 
the examiner on form PTO-892, they have not been considered. For example, 
paragraph [0004] on page 2 identifies a WO document which has not been cited on 
Form PTO-1449 and has not been considered. 

Drawings 
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9. Figure 8 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121 (d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. See the description 
under related art which refers to Fig. 8. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 6,042,958 (Denton). 

Denton discloses an electrolyte membrane comprising an inorganic glass fiber 
substrate impregnated with a proton conducting perfluorosulfonic acid (Example 1 as 
applied to claims 1-5). 

11. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Application Publication No. 2002/0094471 (Mercuri). 
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Mercuri discloses an electrolyte membrane comprising an inorganic glass cloth 
(i.e. woven) substrate impregnated with a Nation impregnant (i.e., a proton conducting 
material (paragraph [0040] as applied to claims 1-6). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (0 or (g) 

prior art under 35 U.S.C. 103(a). 
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12. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Denton in 
view of U.S. Patent No. 6,437,011 (Steck). 

The teachings of Denton have been discussed above and are incorporated 

herein. 

The difference between claim 6 and Steck is that Steck does not teach of the 
glass being a woven glass. 

Use of both woven and non-woven glass materials as a mechanical core or 
substrate for a proton conducting electrolytic membrane is known in the art as shown by 
Steck (col. 10, II. 55-60). Furthermore the instant application discloses that either 
woven or non-woven glass cores are suitable alternatives for the inorganic component 
of the membrane. 

The selection of a known material based on its suitability for its intended use 
supported a prima facie obviousness determination in Sinclair & Carroll Co. v. 
Interchemical Corp., 325 U.S. 327, 65 USPQ 297 (1945) See also In re Leshin, 227 
F.2d 197, 125 USPQ 416 (CCPA 1960). MPEP § 2144.07. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregg Cantelmo whose telephone number is 571-272- 
1283. The examiner can normally be reached on Monday to Thursday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Gregg Cantelmo 
Primary Examiner 
Art Unit 1745 



